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DECI S| ON ON APPEAL

This is a decision on an appeal under 35 U. S.C. 8§ 134 from
the final rejection of clainms 38 through 45, all of the clains
pending in the application. The clains on appeal are directed
to an anti halation coating. Caim38 is illustrative and reads
as follows:

38. An antihalation coating conprising a resin binder and

a crosslinker conpound capabl e of causing crosslinking reaction
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of the resin binder, said resin binder conform ng to the

f or mul a:

T-X)

i

where x varies between 0.1 and 1.0, R is hydrogen or al kyl and
R is a nmenber selected fromthe group consisting of hydrogen,
al kyl, hal o and al koxy.

The references relied upon by the exam ner are:

Green et al. (Geen ('938)) 4,299, 938 Nov. 10, 1981
Green et al. (Geen ('052)) 4,413, 052 Nov. 1, 1983
Craun 4,487, 889 Dec. 11, 1984
Kiss et al. (Kiss) 4,764, 561 Aug. 16
1988

The followng rejections are at issue in this appeal:
(1) dains 38, 39 and 45 are rejected under 35 U. S. C

8 102(b) as being clearly anticipated by Geen ('052).
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(2) Cdains 40 through 42 are rejected under 35 U . S.C. 8§
103 as bei ng unpatentable over Geen ('052) in view of Geen
('938).

(3) Cdains 43 and 44 are rejected under 35 U.S.C. §8 103 as
bei ng unpatentabl e over Geen ('052) in view of Kiss.

(4 daim45 is rejected under 35 U.S.C. § 103 as being
unpat ent abl e over Green (' 052) in view of Craun.

Di scussi on

A Cl aim 38

The clains on appeal are directed to an anti hal ation
coating conprising a resin binder and a crosslinker conpound.
The resin binder contains anthracene units and carboxy and/or
al kyl ester units pendant from a pol yner backbone. See claim 38
("where x varies between 0.1 and 1.0").

Claim38 is rejected under 35 U.S.C. 8§ 102(b) as being

clearly anticipated by Geen ('052). See Verdegaal Bros., lnc.

v. Union Q1 Co. of California, 814 F.2d 628, 631, 2 USPQd

1051, 1053 (Fed. Cir. 1987) (“Aclaimis anticipated only if
each and every elenent as set forth in the claimis found,
ei ther expressly or inherently described, in a single prior art

reference.”).
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Green (°052) discloses a conmpound (A) useful in producing
i mges. Conpound (A) contains at |east one (neth)acryl oyl group
and at | east one anthryl group in the sanme nol ecule. Wen
exposed to actinic radiation, conpound (A) is photopolynerized
t hrough the (nmeth)acryl oyl group(s) and upon further exposure to
actinic radiation is photocrosslinked through the anthryl
group(s). See col. 4, line 63-col. 5, line 35.

The exam ner maintains that polyanthryl acrylate is fornmed
when conpound (A) is polynerized and on that basis concl udes
that the polymer or resin binder formed in the process disclosed
in Geen ('052) is identical to the clained resin binder. See
Answer, p. 7.

Appel l ants argue that the clained resin binder is a
copol yner conposed of 9-anthrylnmethyl acrylate units as well as
carboxy and/or al kyl ester units. See Brief, p. 7. However,

t he exam ner argues that appellants' clains are not limted to
copol yners. The exam ner explains that when x equals 1 in claim
38 a honopol yner results, nanely, the polyanthryl acrylate
taught in Geen (052). See Answer, p. 8.

Claim 38 recites a value of x “between 0.1 and 1.0.” By
definition, the term “between” excludes the end points of the
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clainmed range, i.e., 0.1 and 1.0. Therefore, claim 38 does not
i ncl ude resin binders conposed solely of anthracene units (x =
1) as maintained by the examner. Rather, claim38 requires a
resin binder conposed of anthracene units as well as carboxy

and/ or al kyl

ester units in an anmount equal to (1-x), wherein x is a val ue
between 0.1 and 1.0.!

What is clearly missing fromthe rejection based on 35
US C 8§ 102(b) is any explanation of why Green ('052) "clearly
antici pates” the clained antihal ati on conposition conprising a
resin binder conposed of anthracene units and carboxy and/or

al kyl ester units. See In re Piasecki, 745 F.2d 1468, 1472, 223

USPQ 785, 788 (Fed. Cir. 1984) (the exam ner bears the initia

burden of presenting a prima facie case of patentability). For

1'n the event of further prosecution, the exam ner should
determ ne whether claim38 is described within the neani ng of
35 U.S.C. 8§ 112, first paragraph.
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this reason, the rejection of claim38 under 35 U S.C. § 102(b)
as being clearly anticipated by Geen ('052) is reversed.

B. dains 39 through 45

Clainms 39 through 45 depend fromclaim38. Therefore, for
the reasons set forth above reversing the rejection of claim 38,
the following rejections are also reversed: (1) the rejection of
claims 39 and 45 under 35 U. S.C. 8§ 102(b) as being clearly
anticipated by Geen ('052), (2) the rejection of clains 40
t hrough 42 under 35 U.S.C. 8 103 as bei ng unpat ent abl e over
Green ('052) in view of Green ('938), (3) the rejection of
clains 43 and 44 under 35 U S.C. 8 103 as being unpatentabl e
over Green ('052) in view of Kiss, and (4) the rejection of
claim45 under 35 U. S.C. 8 103 as being
unpat ent abl e over Green ('052) in view of Craun. See 37 CFR
8§ 1.75(c) (2001) ("dainms in dependent formshall be construed
to include all the limtations of the claimincorporated by

reference into the dependent claim™").

REVERSED
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